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X Responsive to communication(s) filed on May 8. 2000 . 

X This action is FINAL. 

Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 

in accordance with the practice under Ex parte Qu^^d35 C D 11, 453 0 G 213 

A shortened statutory period for response to this action is set to expire 3_ month(s). or thirty days, whichever is 

longer, from the mailing date of this communication Failure to respond within the period for response will cause the 
application to become abandoned, (35 U S C § 133), Extensions of time may be obtained under the provisions of 

37 CFR 1, 136(a). 



Disposition of Claim 

X Claim(s) 1-26 



is/are pending in the applicat 



Of the above, claim(s) 
Claim(s) 



X Claim(s) 7-26 

Claim(s) 

Claims 



is/are withdrawn from consideration 

is/are allowed 

is/are rejected 

is/are objected to 



are subject to restriction or election requirement 



Application Papers 

See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

The drawing(s) filed on is/are objected to by the Examiner. 

The proposed drawing correction, filed on is ; approved disapproved. 

The specification is objected to by the Examiner, 

The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

Acknowledgement is made of a claim for foreign prionty under 35 U.S.C. § 119(a)-(d). 
All Some* None of the CERTIFIED copies of the pnonty documents have been 
received. 

received in Application No. (Senes Code/Senat Number) 

received in this national stage application from the International Bureau (PCT Rule 17 2(a)) 
*Certified copies not received; 



Acknowledgement is made of a claim for domestic prionty under 35 U.S.C, § 119(e), 

Attachment(s) 

Notice of References Cited, PTO-892 

Information Disclosure Statement(s), PTO-1449, Paper No(s), 

Interview Summary, PTO-413 

Notice of Draftsperson's Patent Drawing Review, PTO-948 
Notice of Informal Patent Application, PTO-152 
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Tne arr u:\it desianatea fcr this acC'i i ca t icn has changed. 
Appl 1 sa:it ■. s are herecy m :orr::e:: that furure ci r r espciiaence 
should be directed to Art Unit 1651. 

Applicant's arguments, filed 5/8/00, have been fully 
considered tut they are not deemed to te persuasive. ?:e3ectiQns 
and/or objectims not reiterated from previcus 'iff ice actiiTiS are 
nerety withdrawn. The following reject iC)ns and/ or 'ih j ect i^ms are 
either reiterated or newly applied. They cc^nstitute the complete 
set presently being applied to the instant application. 

Claims 1-16 are rejected under 55 U.S.C. 112, tirsr. 
paraaraph, as containing subject matter whi'rh was ni-t descrit^ed 
in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is mi-st nearly 
:innested, to make the invention. In order tc- utilize the 
I'ligi-mers of structure VI they must be synthesized with at least 
S'jme nuclec>bases therein for binding tC' nucleic acids for the 
hybridization use as instantly described. A thorough review of 
the instant specification including the numerous examples therein 
has failed to reveal any synthetic guidance for monomers of 
structure VI. Nucleotide monomer synthesis is well known in the 
art to proceed with detailed and complex protection and 
deprotection steps and are not enabled without at least one 
detailed description of how this this performed. Applicant 
argues firstly that the oligomeric compounds of the invention are 
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synthesized from monomers and that the monomer synthesis is 
therefore not required. In response the synthesis of the 
oligomeric compounds utilizing the elected structure VI is 
acknowledged as being instantly described. This is not the basis 
for the rejection. It is pointed out that in order to make a 
oligomeric compound of the invention the preparation or 
procurement of the monomers is first required. This preparation 
of monomer is lacking in enablement. Applicant argues that 
Example 77 on page 91 teaches the synthesis of a 

hydroxypiperidine compound from another starting material. This 
starting material is again not described as to how to make or 
obtain it and again supports this lack of enablement rejection 
based on a lack of enabling disclosure for making the invention. 

Xo i::laim is allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded c^f the 
extension of time policy as set forth in 37 C.F.F.. § 1.136(a/. 

A SHOF.TENED STATUTOPY PERIOD FOR RESPONSE TC- THIS FINAL 
A:TI0N is SET TO EXPIF.E THREE MijNTHS FROM THE DATE OF THIS 
A:TI0N. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING EATE OF THIS FINAL AOTION AND THE ADVISORY ACTION 
IS NCT MJ^ILEEi UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
0:J the late the ADVISCR.Y ACTICN is MJ\ILED, and T^aNY EXTENSDC'N FEE 
P'JRSU.^OCT TO 3 7 C.F.R. § 1.136(a) WILL EE CALCULATED FRCM THE 
r4.'\ILING DATE OF THE ADVISOF.Y ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOE' FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

rapers related tc this ap-p 1 i :^ -.t ion ir.ay ce submit te:l tc^ Croup 
l.'OO cy farsiinile t r ansmi s s i 'jn . Papers sh^julci be faxea to Grcup 
loOO via the PTC* Fax Center located m Crystal Mall 1. The 
faxiu:: cf such papers must c-'onl'Drm with the notises putUished in 
tue Sffisial Gazette, 10:^6 OG ;November 15, 1988), 115c CG 1 



::c . :-c/9^3, 2 si - 4 - Ar 



Xcverrxer 16, 1992), and 115- OG 94 ;Dece:T±:er 28, 1 
^"^FR § l.oia) ' . The CMl Fax Center nurrJoer i3 either 
4242" .:r \^ :2) 3 JF-1 114 . 

Any inquiry cmcerning this communication or e 
cciTJtonicat iC'ns frcrri the examiner should be 'iirecteri tc:- 
Ardin Marschel, Ph.D., whose telephone number is (703) 318-3894. 
The exam.iner can ni.rmally be reached on Monday- Friday from 8 A.M. 

t 1 4 r . M . 

If attem.pts ti- reach the examiner by telephone are 
unsuccessful, the examiner's supervisi^r, Michael Wj-idv^ard, can be 
reached on (703) 308-4028. 

Any inquiry of a general nature jr relating to the status of 
this application should be directed to the Technical Center 
recept ic>nist whose telephone number is (703) 308-0196. 
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PRIMARY EXAMINER 




